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THE REPLY FILED 4-5-04 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
Therefore, further action by the applicant is required to avoid abandonment of this application. A proper reply to a 
final rejection under 37 CFR 1.113 may only be either: (1) a timely filed amendment which places the application in 
condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for Continued 
Examination (RCE) in compliance with 37 CFR 1.114. 

PERIOD FOR REPLY [check either a) or b)1 

a) ^ The period for reply expires 3_months from the mailing date of the final rejection. 

b) □ The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever Is later. In 

no event however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

ONLY CHECK THIS BOX WHEN THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE FINAL REJECTION. See MPEP 

706.07(f). 

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension 
fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension 
fee under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or 
(2) as set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if 
timely filed, may reduce any earned patent term adjustment See 37 CFR 1 .704(b). 

1 .□ A Notice of Appeal was filed on . Appellant's Brief must be filed within the period set forth in 

37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 

2. n The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see Note below); 

(c) □ they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 

issues for appeal; and/or 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . 

3. n Applicant's reply has overcome the following rejection(s): . 

4. n Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment 

canceling the non-allowable claim(s). 

5.13 The a)n affidavit, b)^ exhibit, or c)KI request for reconsideration has been considered but does NOT place the 
application in condition for allowance because: See Continuation Sheet . 

6. n The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly 

raised by the Examiner in the final rejection. 

7. n For purposes of Appeal, the proposed amendment(s) a)n will not be entered or b)n will be entered and an 

explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: „. 

Claim(s) objected to: . 

Claim(s) rejected: . 

Claim (s) withdrawn from consideration: . 

8. n The drawing correction filed on is a)n approved or b)n disapproved by the Examiner. 

9. n Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). . 

10. n Other: j, Sf. AM ^7^6^ 
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Continuation of 5. does NOT place the application in condition for allowance because: Applicant argues that the term "database" does 
not appear Matthews et al. The examiner agrees. Applicant goes on to argue that there is no suggestion in Matthews to use a control un 
to access any database, especially one that has laser power level information for particular components to be cleaned. The examiner 
disagrees. In determining the differences between the prior art and the claims, the question under 35 U.S.C. 103 Is not whether the 
differences themselves would have been obvious, but whether the claimed invention as a whole would have been obvious. Stratoflex, Inc 
V Aeroquip Corp., 713 F.2d 1530, 218 USPQ 871 (Fed. Cir. 1983). Schenck v. 

Nortron Corp., 713 F.2d 782, 218 USPQ 698 (Fed. Cir. 1983). "In determining whether the invention as a whole would have been obviou 
under 35 U.S.C. 103, we must first delineate the invention as a whole. In delineating the invention as a whole, we look not only to the 
subject matter which'is literally recited in the claim in question... but also to those properties of the subject matter which are inherent in th 
subject matter and are disclosed in the specification. . . Just as we look to a chemical and its properties when we examine the 
obviousness of a composition of matter claim, it is this invention as a whole, and not some part of it, which must be obvious under 35 
U.S.C. 103." In re Antonie, 559 F.2d 618, 620, 195 USPQ 6,8 (CCPA 1977). In the instant case, as stated in the previous office action. 
Matthews does not teach incorporating multiple set points based on different types of surfaces into the program's database however 
Matthews does teach using the laser to remove coatings from various materials (col. 1 , II. 20-25). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify the control program of Matthews to incorporate multiple set points based on 
different types of surfaces into the program's database in order to decrease the amount of set-up time an operator requires at a job site 
(see Matthews col. 3, II. 1-15). 

With respect to the database limitation, as stated in the previous office action, during patent examination, the pending claims must be 
"given the broadest reasonable interpretation." Applicant always has the opportunity to amend the claims during prosecution, and broad 
interpretation by the examiner reduces the possibility that the claim, once Issued, will be interpreted more broadly than is justified. In re 
Prater. 415 F.2d 1393, 1404-05. 162 USPQ 541, 550-51 (CCPA 1969). In the instant case, it appears applicant is reading the term 
"database" too narrowly. The examiner would like to note that DICTIONARY.COM defines "database" as merely "a collection of data". 
Therefore, it is the examiner's position that Matthews et al. teach a database, albeit a very simplisfic one, when they teach that the 
controller is programmed with the data indicating when the surface is cleaned (col. 12, II. 15-21) and the data set points controlling the 
laser energy with respect to the feedback signal (col. 1 1 , II. 60-65). The examiner would like to note that applicant has not responded or 
argued the merits of the examiner's position vis-a-vis the "database" interpretation as applicant has merely reargued that the term 
"database" should be read narrower than its broadest reasonable interpretation. The examiner can find no legal basis for applicant to 
support his position. The rejecfion is maintained despite applicant's traversal.. 
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